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TRADE DRESS INFRINGEMENT

Wrong attorney fee standard used in trade
dress case, 3rd Circuit says
A trial judge properly dismissed a Virgin Islands sailing school’s infringement claims
against a competitor, but based the award of attorney fees to the defendant on a
standard recently rejected by the U.S. Supreme Court, a federal appeals court has ruled.
Fair Wind Sailing Inc. v. Dempster et al., Nos. 133305 and 14-1572, 2014 WL 4358471 (3d Cir.
Sept. 4, 2014).
The 3rd U.S. Circuit Court of Appeals affirmed
the judge’s dismissal of Fair Wind Sailing Inc.’s
infringement claim against H. Scott Dempster
and his business, Virgin Islands Sailing School.
The panel vacated the attorney fee award,
however, because of a new fee standard the
Supreme Court established in Octane Fitness
v. Icon Health & Fitness, 134 S. Ct. 1749 (Apr. 29,
2014), which expanded a court’s discretion in
finding a patent case “exceptional.”
According to the appeals court opinion,
Dempster worked as an instructor for Fair Wind
for just two weeks but was not retained after the
probationary period. He then opened a sailing
school with another former Fair Wind employee.
Dempster’s school, Virgin Islands Sailing School,
used the same curriculum, the same type of

The 3rd U.S. Circuit Court of Appeals affirmed a lower court judge’s
dismissal of Fair Wind Sailing Inc.’s infringement claim against
H. Scott Dempster and his business, Virgin Islands Sailing School.

catamaran boats and the same type of marketing
campaign as Fair Wind’s, the opinion said.
Fair Wind sued Dempster in the U.S. District Court
for the District of the Virgin Islands, alleging trade
dress infringement under the federal Lanham Act,
15 U.S.C. § 1125(a)(1), and common-law claims for
interference with the company’s non-compete
contract and unjust enrichment.
CONTINUED ON PAGE 16
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The O’Bannon decision and the
‘ancillary restraints’ doctrine
Attorneys Joel G. Chefitz and Chelsea Black of McDermott Will & Emery discuss
why a recent decision holding that student-athletes can be paid for the use of their
names, images and likenesses may be incorrect and subject to reversal on appeal.
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COMMENTARY

The O’Bannon decision and the ‘ancillary restraints’ doctrine
By Joel G. Chefitz, Esq., and Chelsea Black, Esq.
McDermott Will & Emery

On Aug. 8, U.S. District Judge Claudia
Wilken of the Northern District of California
issued her highly anticipated trial ruling
in O’Bannon v. National Collegiate Athletic
Association.1 The plaintiffs, 20 current and
former NCAA Division I football players and
men’s basketball players, brought a class
action against the NCAA, alleging that its
rules violated Section 1 of the Sherman
Antitrust Act by prohibiting member schools
from compensating student-athletes for the
use of their names, images and likenesses
in television broadcasts, video games and
archival footage. The court ruled for the
plaintiffs following a three-week bench trial,
but its injunction limited the impact of the
decision on the NCAA’s amateur model.
Judge Wilken set forth her findings of
fact and conclusions of law in a carefully
reasoned 99-page opinion. Nevertheless,
she may have departed from the U.S.
Supreme Court’s prescribed analysis under
the “ancillary restraints” doctrine by giving
short shrift to arguments that amateurism
is a core feature of the NCAA’s product.
Believing that Judge Wilken made the wrong
call, the NCAA has appealed to the 9th U.S.
Circuit Court of Appeals, and the ruling may
not stand on review.

NCAA’S ARGUMENTS
The NCAA argued first that the court need
not engage in a full “rule of reason” analysis

to uphold the legality of its challenged rules
because the NCAA operates a joint venture
with a product (intercollegiate athletics)
that could not exist without at least some
coordination among competitors.2

The plaintiff in a rule-of-reason case has
the initial burden to establish that the
challenged restraint causes anti-competitive
effects in a relevant market. If the plaintiff
so demonstrates, the burden shifts to the

The central flaw in the District Court’s analysis was
its treatment of amateurism as only a means to an end
rather than as a pro-competitive end in and of itself.
Instead, courts that have analyzed the
legality of NCAA rules in the past have been
“uniform on the controlling legal standard in
this context: when an NCAA bylaw is clearly
meant to help maintain the revered tradition
of amateurism in college sports or the
preservation of the student-athlete in higher
education, the bylaw will be presumed procompetitive, since [courts] must give the
NCAA ample latitude to play that role.”3 In
the alternative, the NCAA argued that its
rules were also valid when judged by the rule
of reason.

RULE OF REASON
The court rejected the NCAA’s first argument
and conducted a full rule-of-reason analysis,
which requires that the pro-competitive and
anti-competitive effects of the challenged
rules be weighed.

defendant to come forward with evidence
of the restraint’s pro-competitive effects. If
the defendant is successful, the burden shifts
back to the plaintiff to prove that the procompetitive goals behind the restraint can
be achieved in a substantially less restrictive
manner.4

RESTRAINT OF TRADE IN A
RELEVANT MARKET
The plaintiffs successfully established that
the “college education market” is a relevant
market in which “NCAA Division I schools
compete to sell unique bundles of goods
and services to elite football and basketball
recruits” — namely, “the opportunity to
earn a higher education while playing for an
FBS [Football Bowl Subdivision]5 football
or Division I men’s basketball team” — in
exchange for athletic services and the right
to use the athlete’s name, image and likeness
while enrolled.6
The court concluded that the plaintiffs had
established a restraint of trade in this market
in the form of “an agreement to charge every
recruit the same price for the bundle of
educational and athletic opportunities that
they offer: to wit, the recruit’s athletic services
along with the use of his name, image, and
likeness while he is in school.”7

Joel G. Chefitz (L) is a partner in McDermott Will & Emery in Chicago. He is an accomplished trial
and antitrust lawyer, and he heads the securities litigation group and co-chairs the Chicago antitrust
and competition group. He has achieved noted success in trials and appeals involving complex
business litigation, including sports antitrust litigation for the Chicago Bulls and White Sox. He won
the “Midwest Litigator of the Year” award for 2014 from Benchmark Litigation. Chelsea Black (R)
is an associate with McDermott Will & Emery.
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NCAA’S PRO-COMPETITIVE
JUSTIFICATIONS
The NCAA offered four pro-competitive
justifications for the challenged restraints.
First, the NCAA argued that its rules are
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necessary to preserve the amateur tradition
and identity of college sports.
Rejecting the NCAA’s interpretation of
precedent on this issue, the court declined to
consider amateurism in collegiate athletics
as a legitimate pro-competitive end in and
of itself. Instead, the court viewed rules
promoting this goal as pro-competitive
only to the extent they were “necessary to
maintain the popularity of FBS football and
Division I basketball.”8
The court concluded that, while “the
NCAA’s restrictions on student-athlete
compensation play a limited role in driving
consumer demand for FBS football and
Division I basketball-related products” and
therefore “might justify a restriction on
large payments to student-athletes while in
school, they do not justify the rigid prohibition
on compensating student-athletes, in the
present or in the future, with any share of
licensing revenue generated from the use of
their names, images, and likenesses.”9

pro-competitive goal[,] the NCAA may not
use this goal to justify its sweeping prohibition
on any student-athlete compensation, paid
now or in the future, from licensing revenue
generated from the use of student-athletes’
names, images, and likenesses.”11
Fourth and finally, the NCAA “claim[ed] that
its rules increase[d] output in two ways: first,
by attracting schools with a ‘philosophical
commitment to amateurism’ to compete in
Division I and, second, by enabling schools
that otherwise could not afford to compete
in Division I to do so.”12 The court rejected
both arguments as being unsupported by
the record.

LESS RESTRICTIVE ALTERNATIVES
The NCAA’s demonstration that procompetitive effects flowed from the
challenged restraints shifted the burden
back to the plaintiffs, who “identified two
legitimate less restrictive alternatives for
achieving” these pro-competitive effects.

The remedy looks more like the result of
administrative rulemaking than a permanent
injunction under the Sherman Antitrust Act.
Second, the NCAA argued that the
challenged rules promote competitive
balance among FBS football and Division I
basketball teams. The court held that the
NCAA did not present “sufficient evidence to
show that its restrictions on student-athlete
compensation actually have any effect on
competitive balance. The consensus among
sports economists who have studied the
issue … is that the NCAA’s current restrictions
on compensation do not have any effect on
competitive balance.”10
Third, the NCAA argued that its rules
promote the integration of academics and
athletics, which increases the quality of
the educational services schools provide
to student-athletes. The court agreed that
improving product quality is a legitimate procompetitive end but found that “the only way
in which the challenged rules might facilitate
the integration of academics and athletics is
by preventing student-athletes from being
cut off from the broader campus community.”
As with amateurism, although “[l]imited
restrictions on student-athlete compensation
may help schools achieve this narrow
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“First, the NCAA could permit FBS football
and Division I basketball schools to award
stipends to student-athletes up to the full
cost of attendance, as that term is defined
in the NCAA’s bylaws, to make up for any
shortfall in its grants-in-aid.”13
“Second, the NCAA could permit its schools
to hold in trust limited and equal shares of
its licensing revenue to be distributed to its
student athletes after they leave college or
their eligibility expires. The NCAA could also
prohibit schools from funding the stipends or
payments held in trust with anything other
than revenue generated from the use of
student-athletes’ own names, images, and
likenesses.”14

THE COURT’S CONCLUSION
Ultimately, the court found “that the
challenged NCAA rules unreasonably restrain
trade in the market for certain educational
and athletic opportunities offered by NCAA
Division I schools. The pro-competitive
justifications that the NCAA offer[ed] do not
justify this restraint and could be achieved
through less restrictive means.”15

INTELLECTUAL PROPERTY

REMEDY
The court issued an injunction prohibiting the
NCAA from restricting its member schools
from offering recruits “a limited share of the
revenues generated from the use of their
names, images, and likenesses in addition
to a full grant-in-aid.”16 The injunction does
not preclude the NCAA from setting a cap
on “the amount of compensation that may
be paid to student-athletes while they are
enrolled in school,” provided that the cap is
not set below the cost of attendance.
It also prohibits the NCAA from restricting
its member schools from holding “a limited
share of licensing revenue in trust” for
student-athletes, “payable when they leave
school or their eligibility expires.” The NCAA
is allowed to cap the amount held in trust,
provided the cap is not set below $5,000 per
year in 2014 dollars.17
The court did not stay the injunction pending
appeal. In response to a joint filing, the court
clarified that the injunction will apply to both
current and prospective players beginning in
July 2016.
The NCAA filed a notice of appeal to the 9th
Circuit on Aug. 20. The NCAA has several
strong arguments to raise on appeal. Chief
among them are that the District Court
misapplied NCAA v. Board of Regents of the
University of Oklahoma18 and the ancillary
restraints doctrine.

BOARD OF REGENTS AND THE
ANCILLARY RESTRAINTS DOCTRINE
The ancillary restraints doctrine “governs
the validity of restrictions imposed by a
legitimate business collaboration, such as
a business association or joint venture, on
nonventure activities.”19 It requires courts
to “determine whether the [] restriction is a
naked restraint on trade, and thus invalid,
or one that is ancillary to the legitimate
and competitive purposes of the business
association, and thus valid.”20
In the seminal Board of Regents decision,
written by Justice John Paul Stevens, the
Supreme Court held that the NCAA was
a legitimate joint venture with a product
(college football) that could not exist without
the cooperation of its member teams. In
addition, the court recognized the objective
of preserving the tradition of amateurism
in intercollegiate athletics as a legitimate
pro-competitive purpose of the joint venture,

© 2014 Thomson Reuters

noting that amateurism is essential to
“the character and quality of the [NCAA’s]
‘product.’”21
The court in Board of Regents stated that “the
NCAA … needs ample latitude to play” its
“critical role in the maintenance of a revered
tradition of amateurism in college sports”22
and that rules designed to preserve “the
type of competition that [the NCAA] and
its member institutions seek to market” are
presumptively pro-competitive.23

NCAA’s mission and ancillary, and limits on
the number of telecasts, which were not,
went to the heart of the Supreme Court’s
analysis. Although the Supreme Court
considered amateurism a core characteristic
of the NCAA, the court in O’Bannon viewed
it as a collateral restraint, competitively
justifiable only to the extent that it drives
consumer demand for college sports.
Ironically, the era of lucrative broadcast
contracts ushered in by the Board of Regents

The first questionable aspect of its remedy is the District
Court’s holding that the plaintiffs did not need to show
irreparable harm in order to obtain a permanent injunction.
The challenged restraint in Board of Regents
was a restriction on the number of college
football games member schools could
broadcast. In concluding that this restraint
was unreasonable, the court distinguished
between restraints that serve legitimate procompetitive objectives of the joint venture
and restraints that “curtail[] output and
blunt[] the ability of member institutions
to respond to consumer preference,” which
tend to “restrict[] rather than enhance[]
the place of intercollegiate athletics in the
nation’s life.”24
The 7th Circuit followed this approach in
Chicago Professional Sports v. NBA when it
held that the NBA’s output-reducing telecast
rules violated the rule of reason and it
rejected the NBA’s attempt to cast the rules
as lawful ancillary restraints.25
In contrast, the rules challenged in O’Bannon
are direct restrictions on student-athlete
compensation and are patently ancillary to
the goal of preserving amateurism in college
sports. The central flaw in the District Court’s
analysis was its treatment of amateurism
as only a means to an end rather than as a
pro-competitive end in and of itself.
The court was dismissive of the statement in
Board of Regents that, “[i]n order to preserve
the character and quality of the [NCAA’s]
‘product,’ athletes must not be paid.” It noted
that this “suggestion” by the Supreme Court
“was not based on any factual findings in the
trial record and did not serve to resolve any
disputed issues of law.”26
But Justice Stevens’ contrast between
eligibility rules preserving the amateurism
of student-athletes, which were core to the

© 2014 Thomson Reuters

decision may have led the district court
and others to question the continuing
legitimacy of classifying Division I football
and basketball players as “amateurs.” For
example, according to U.S. Rep. Charlie
Dent, R-Pa.: “Everybody knows that bigtime college football and basketball are the
minor leagues for the NFL and NBA. It’s
professional sports operating under the
umbrella of amateur athletics. I’m not here
to endorse that, but that’s the reality of what
it is even if people don’t want to call it that.
The NCAA says it’s all about amateurism, but
they have a professional operation there.”27

The first questionable aspect of its remedy is
the District Court’s holding that the plaintiffs
did not need to show irreparable harm in
order to obtain a permanent injunction.
The court reasoned that the traditional
standard for permanent injunctive relief did
not apply here because “[t]he Sherman Act
itself gives district courts the authority to
enjoin violations of its provisions and does
not impose any additional requirements
on plaintiffs who successfully establish the
existence of an unreasonable restraint of
trade.”29
But the Supreme Court in eBay Inc. v.
MercExchange LLC30 explicitly rejected this
reasoning in the context of the Patent Act,
which also contains a provision specifically
authorizing the issuance of injunctions.
First, the court noted that “a major departure
from the long tradition of equity practice
should not be lightly implied” and found that
“[n]othing in the Patent Act indicates that
Congress intended such a departure.”31
Second, the District Court’s failure to conduct
a remedies-specific evidentiary hearing,
along with its cursory explanation (three
paragraphs) for the very specific relief it
ordered, could prove fatal to the injunction
under the reasoning set forth in United
States v. Microsoft Corp.32 The District of
Columbia Circuit in Microsoft vacated a decree

The O’Bannon court’s dismissal of the Supreme Court’s
treatment of amateurism as a “suggestion” or an unsupported
factual finding exposes the opinion on appeal.
UNUSUAL INJUNCTION
Instead of simply enjoining the NCAA from
enforcing its anti-competitive caps on
student-athlete compensation, the District
Court issued an injunction setting new
caps — a highly unusual move. The remedy
looks more like the result of administrative
rulemaking than a permanent injunction
under the Sherman Act.
The logic behind the injunction is clear: the
NCAA demonstrated that its rules restricting
student-athlete compensation cause at
least some pro-competitive effects —
enough to justify a $5,000-per-year cap on
compensation for name, image and likeness,
but not enough to justify a complete ban.28
But the injunction may not rest on a solid
legal footing.

ordering Microsoft to divest its software
business and held that the lower court had
violated “the company’s basic procedural
right to have disputed facts resolved through
an evidentiary hearing … when it resolved
the parties’ remedies-phase factual disputes
by consulting only the evidence introduced
during trial and plaintiffs’ remedies phase
submissions.”33
The lower court in Microsoft had also “failed
to provide an adequate explanation for the
relief it ordered” and instead “devoted a mere
four paragraphs of its order to explaining the
reasons for its remedy.”34
The Microsoft opinion does not bode well
for the procedures followed in O’Bannon,
particularly in light of the specific request
the NCAA made in its post-trial brief for “the
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opportunity for full briefing and argument
in the event the court determines that [the
plaintiffs] may be entitled to some form of
injunction.”35

CONCLUSION
The O’Bannon opinion is a thoughtful analysis
grounded on the record of a three-week trial.
But its dismissal of the Supreme Court’s
treatment of amateurism as a “suggestion”
or an unsupported factual finding exposes
the opinion on appeal. Coupled with the
rulemaking nature of the remedy and
the District Court’s failure to require the
traditional prerequisites for injunctive relief,
the court may have committed reversible
error. WJ
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TRADEMARK INFRINGEMENT

The jury returned a verdict in Hana Bank’s
favor, finding that tacking was proper. Judge
Anderson entered judgment for the defense.
Hana Fin. v. Hana Bank et al., No. CV 07–1534,
2011 WL 2581458 (C.D. Cal. June 29, 2011).

Courts, not juries, should decide ‘tacking’
in trademark cases, Supreme Court told

On Hana Financial’s appeal, the 9th Circuit
applied circuit precedent to hold that tacking
presents a question of fact for a jury to decide.
Hana Fin. v. Hana Bank et al., 735 F.3d 1158
(9th Cir. Nov. 22, 2013).

Hana Financial Inc. has told the U.S. Supreme Court that the issue of priority
of use, which determines who has the right to use a trademark, should be a
question of law for a court to decide, not a question of fact left to a jury.
Hana Financial Inc. v. Hana Bank et al.,
No. 13-1211, petitioner’s brief filed (U.S.
Aug. 28, 2014).
The financial institution says the 9th U.S.
Circuit Court of Appeals got it wrong when
it affirmed a ruling allowing a jury to decide
that respondent Hana Bank could tack a
2002 mark to an earlier 1994 trademark for
Hana Overseas Korean Club.
According to the brief, Hana Financial began
using its mark in 1995, but because of the 9th
Circuit’s incorrect decision, Hana Bank was
allowed to show that its mark had priority.
The Supreme Court in June granted Hana
Financial’s petition for review.

‘TOP’ DISPUTE
The word “hana’ means “number one” or
“top” in Korean, according to the brief.
Hana Financial says it was incorporated in
California in 1994, began using the Hana
Financial mark in 1995 and obtained a federal
registration for the trademark in 1996.
Korea-based Hana Bank began in 1971 as
Korea Investment Finance Corp. The bank
changed its name to Hana Bank in 1991,
before it had any businesses in the United
States, the brief says. It established the Hana
Overseas Korean Club in 1994 to provide
services to U.S. residents.

The panel said that although Hana Overseas
Korean Club and Hana Bank looked and
sounded different, it is reasonable for a jury
to conclude that purchasers of the bank’s
services “had a consistent, continuous
commercial impression” of the bank’s origin.

REUTERS/Lee Jae-Won

When Hana Bank announced it was entering the Los Angeles
market, petitioner Hana Financial filed a trademark infringement
suit in California federal court in 2007. A Hana Bank branch in
Seoul is seen here.

filed a trademark infringement suit in the
U.S. District Court for the Central District of
California in 2007.
Before trial, Hana Financial argued in a
motion in limine that Hana Bank should not
be able to introduce evidence relating to
its 1994 use of Hana Overseas Korean Club
because it was entirely different from the
Hana Bank mark and was, therefore, legally
irrelevant to the issue of seniority.
U.S. District Judge Percy Anderson denied
the motion.
At trial, the court said the issue was
evidentiary rather than a question of law and
submitted it to the jury.

Even absent the trademark registration, the
respondent began operating in New York as
Hana Bank, the brief says.

According to the brief, the judge, in
instructing the jury, said, “the marks must
create the same, continuing commercial
impression, and the later mark should not
materially differ from or alter the character of
the mark attempted to be tacked.”

© 2014 Thomson Reuters

In its brief, Hana Financial says courts have
long recognized that trademark owners

The standard for “tacking” a newer mark to an established
mark is narrow, and courts have said tacking should be allowed
only in rare circumstances, the plaintiff argues.

In 2000 the bank changed its name to Hana
World Center and then unsuccessfully tried
to register the Hana Bank service mark.

When Hana Bank announced it was entering
the Los Angeles market, Hana Financial

Hana Financial filed a petition for writ of
certiorari with the Supreme Court on April 7,
which the court granted June 23.

should be allowed to make minor changes
to their marks without losing priority.
The standard for “tacking” a newer mark to
an established mark is narrow, however, and
courts have said tacking should be allowed
only in rare circumstances, when marks
are nearly identical in their visual or aural
appearance, the brief says.
The key question in allowing tacking is
whether the marks are legal equivalents, and
answering that question calls for application
of a quintessential “legal standard” that is for
a court to decide, Hana Financial argues. WJ
Attorneys:
Petitioner: Charles A. Rothfeld, Paul W. Hughes
and James F. Tierney, Mayer Brown LLP,
Washington
Respondents: Carlo F. Van Den Bosch, Robert D.
Rose and Michelle LaVoie Wisniewski, Sheppard
Mullin Richter & Hampton, Costa Mesa, Calif.
Related Court Document:
Petitioner’s brief: 2014 WL 4298028
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‘Deep Throat’ production company loses
‘Lovelace’ copyright case
(Reuters) – The owners of the rights to the famed pornographic film “Deep
Throat” have lost a lawsuit accusing the producers of the 2013 biopicture
“Lovelace” of copyright infringement.
Arrow Productions Ltd. v. Weinstein
Company LLC et al., No. 13-5488, 2014 WL
4211350 (S.D.N.Y. Aug. 25, 2014).
U.S. District Judge Thomas Griesa in the
federal court in Manhattan, in a ruling
made public Aug. 26, dismissed Arrow
Productions Ltd.’s $10 million lawsuit
against the producers of the film, starring
Amanda Seyfried, and its distributor, The
Weinstein Co.
The ruling came more than a year after
the judge previously declined to block the
release of “Lovelace,” an R-rated biographical
film detailing the life of “Deep Throat” star
Linda Lovelace.
While Arrow Productions complained that
“Lovelace” copied three key scenes from the
1972 film, Judge Griesa concluded that the

recreation constituted fair use under federal
copyright law.

trademarks for “Deep Throat” and “Linda
Lovelace.”

“Here, the court finds that defendants’ use,
or recreation, of the three scenes from ‘Deep
Throat’ constitutes transformative use,
adding a new, critical perspective on the
life of Linda Lovelace and the production of
‘Deep Throat,’” Judge Griesa wrote.

Evan Mandel, a lawyer for Arrow Productions,
said it was “reviewing the decision and
considering an appeal.”

The judge also dismissed other claims by
Arrow, including trademark infringement
and trademark dilution. The company held

Tom Ferber, the defendants’ lawyer, said
his clients believed “intellectual property
law, recognizing the importance of critical

Along with The Weinstein Co., the defendants
included production companies Millennium
Films Inc. and United Entertainment Inc.

While Arrow Productions complained that “Lovelace”
copied three key scenes from the 1972 film “Deep Throat,”
the judge concluded that the recreation constituted
fair use under federal copyright law.
biographies like ‘Lovelace,’ supports our
position that the film infringed no one’s
rights, and we are gratified that the court has
agreed with us.”
“Lovelace” tells the tale of the formative
years of porn star Linda Lovelace (born Linda
Boreman), played by Seyfried, her abusive
marriage to Chuck Traynor, played by Peter
Sarsgaard, and her work on “Deep Throat.”
The film premiered at the Sundance Film
Festival in January 2013 and opened in
limited release in the United States that
August. WJ
(Reporting by Nate Raymond in New York;
editing by Dan Grebler)
Related Court Document:
Opinion: 2014 WL 4211350
REUTERS/Andrew Winning

See Document Section B (P. 29) for the opinion.

A federal judge dismissed Arrow Productions Ltd.’s $10 million lawsuit against the producers of the film “Lovelace,” starring Amanda
Seyfried, and its distributor, The Weinstein Co. Here, Seyfried poses for photographers before a screening of the movie in London last year.
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Puppet company sues over CBS show’s ‘farting hippo’
A California puppet manufacturer has alleged in a federal court lawsuit that “Bert the Farting Hippo” puppets sold by
the CBS network to promote its show “NCIS” are unauthorized “slavish” copies of puppets the company created.
Folkmanis Inc. v. Delivery Agent Inc. et al.,
No. 14-3828, complaint filed (N.D. Cal.
Aug. 25, 2014).
CBS has wrongfully earned $733,000 from
its alleged copyright infringement, plaintiff
Folkmanis Inc. says in a complaint filed Aug.
25 in the U.S. District Court for the Northern
District of California.
The company says it used to make the hippo
puppets exclusively for the broadcaster to
sell in its affiliated stores and online but now
CBS sells nearly identical puppets imported
from China.
According to the complaint, Folkmanis
artists have created more than 1,000
stuffed sculptural animal puppets that the
company describes as “museum quality”
and which have won awards for creativity and
craftsmanship.
In 2002, Folkmanis created and copyrighted
a 20-inch soft-sculpture hippopotamus
puppet. CBS bought the puppet, which it
used as a prop on “NCIS,” one of its most
popular television programs. CBS dubbed
in the sound of the puppet farting on one
episode, and “Bert the Farting Hippo” was
born, according to the complaint.

Courtesy of cbsstore.com

The suit says CBS sold the infringing puppet on its online store for the “NCIS” show, shown here.

Bert has appeared on more than a dozen
episodes of “NCIS” since 2003, the complaint
says.

hippo, also including a sound box and collar,
to be used on a keychain, the company says.

store. Shanghai Oriland Toys Co. Ltd. made
the toys.

Folkmanis retired the original hippo puppet
in 2009 and replaced it with a slightly
smaller version, also copyrighted.

All the genuine Folkmanis hippo puppets and
keychains prominently display a copyright
notice, according to the complaint.

Co-defendant Delivery Agent Inc., which
operates online stores for CBS, contracted
with Folkmanis to create a version of the
newer hippo puppet with a spiked choke
collar and a sound box that emitted the
sound of a fart exclusively for Delivery Agent
and CBS, according to the complaint.

It filed an application for a copyright
registration for the keychain puppet July 18,
prior to filing suit, and that application is
pending, Folkmanis says.

Delivery Agent has not placed any orders
from Folkmanis since it contracted with S.F.
Global, the complaint says. The Chinesemade hippo puppets and keychains that
Delivery Agent distributes through the CBS
store are “slavish copies” of Folkmanis’
copyrighted products, the complaint alleges.

Delivery Agent ordered about 30,000
puppets from Folkmanis between 2010 and
2012, the complaint says.
In response to Delivery Agent’s request,
Folkmanis created a smaller soft sculpture

© 2014 Thomson Reuters

Between 2011 and 2012, Folkmanis supplied
Delivery Agent with several thousand hippo
keychains that were sold in the CBS and
other online stores, the complaint says.
The complaint says that in 2012 a Delivery
Agent employee contracted with S.F. Global
Sourcing LLC to procure hippo puppets and
keychains from China for sale in the CBS

S.F. Global and Shanghai Oriland also are
named as defendants. WJ
Attorneys:
Plaintiff: H. Michael Brucker, Emeryville, Calif.;
Steven M. Kipperman, San Francisco
Related Court Document:
Complaint: 2014 WL 4197599
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Antique car dealer taking the low road
by infringing songs, suit says
A New York music publisher is seeking statutory damages of $16.8 million
from a Georgia antique car dealer that is allegedly using copyrighted songs
in its advertising without authorization.
Freeplay Music Inc. v. Streetside Classics,
No. 14-cv-06909, complaint filed (S.D.N.Y.
Aug. 25, 2014).

Freeplay is a small, independent music
publisher and library in New York that
creates, sells, distributes and licenses music.

In a complaint filed Aug. 25 in the U.S. District
Court for the Southern District of New York,
Freeplay Music accuses Streetside Classics
of willfully infringing some of the publisher’s
56 song copyrights despite written demands
that it stop doing so.

Streetside, which is in Lithia Springs, Ga.,
sells classic and exotic cars. On its website,
the company calls itself the “nation’s
top consignment dealer of classic and
collectible cars.” The company does enough
online business in New York to give rise to
jurisdiction there, Freeplay says.

Streetside did not respond to a request for
comment.

According to the complaint, Streetside
began airing advertisements in October

2013 that used Freeplay’s songs — which
appear on collections such as Blues
Volume, Sports Highlights, Jams & Bands,
Alternative Rock and Tropical Vibes —
without authorization or a license.
The dealership failed to contact Freeplay
or seek its permission even though the
music publisher’s website conspicuously
notifies visitors that anyone interesting in
using its music commercially must obtain a
signed, paid license to do so, the suit says.
The complaint seeks damages, costs, fees,
and a court order prohibiting Streetside
from continuing its “pervasive and willful”
infringement. WJ
Attorneys:
Plaintiff: Seth L. Berman, Nixon Peabody LLP,
Jericho, N.Y.; Jason C. Kravitz, Nixon Peabody
LLP, Boston
Related Court Document:
Complaint: 2014 WL 4186293
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Getty Images sues Microsoft over new online photo tool
(Reuters) – A new Microsoft Corp. product that allows website publishers to embed digital photographs on their sites
is a “massive infringement” of copyrighted images, Getty Images Inc. claimed in a lawsuit filed in federal court in New
York on Sept. 4.
Getty Images (US) Inc. v. Microsoft
Corporation, No. 14-7114, complaint filed
(S.D.N.Y. Sept. 4, 2014).
The “Bing Image Widget,” released Aug. 22,
gives publishers the ability to create a panel
on their websites that displays digital images
supplied by Microsoft’s Bing search engine,
according to the lawsuit.
Rather than draw from a pool of licensed
images, the lawsuit claimed, the product
grants access to the billions of images that
can be found online, without regard to
whether the photos are copyrighted.
“In effect, defendant has turned the entirety
of the world’s online images into little more
than a vast, unlicensed ‘clip art’ collection
for the benefit of those website publishers
who implement the Bing Image Widget,
all without seeking permission from the
owners of copyrights in those images,” the
lawsuit said.
Getty, which produces and distributes
photos, video, music and multimedia

Courtesy of www.gettyimages.com

Photo distributor Getty Images, whose website is shown here, says Microsoft’s Bing Image Widget grants access to the billions of images
that can be found online, without regard to whether the photos are copyrighted.

“Now you have someone else’s picture in full,
beautiful display on your website, having
never paid for it and with no attribution to the
photographer at all,” he said.

Microsoft’s Bing Image Widget product grants access to the
billions of images that can be found online, without regard to
whether the photos are copyrighted, the complaint says.
products, is asking a judge in U.S. District
Court to block the widget immediately and
award an unspecified amount of damages.
The actual injury to Getty is “incalculable,”
according to the lawsuit.

John Lapham, general counsel for Getty,
said his company has been engaged in
discussions with Microsoft for more than a
year about what he called the “erosion” of
copyright protection for online images.

In a statement, a Microsoft spokeswoman
said the company would consider whether
Getty’s claims had merit.

The widget, he said, goes well beyond a
search tool by helping websites embed
copyrighted images for commercial use.
Getty’s own embedding tool, by contrast, is
only available for non-commercial websites
and includes photographer attribution, he
said.

“As a copyright owner ourselves we think
the laws in this area are important,” the
spokeswoman said in an email. “We’ll take a
close look at Getty’s concerns.”

© 2014 Thomson Reuters

The widget is already in use by websites
around the world, the lawsuit said. Getty
owns or represents more than 80 million
unique digital images, according to the
lawsuit. WJ
(Reporting by Joseph Ax; editing by Leslie
Adler and Diane Craft)
Attorneys:
Plaintiff: Kenneth L. Doroshow, Amir H. Ali and
Zachary C. Schauf, Jenner & Block, Washington;
Alison I. Stein, Jenner & Block, New York
Related Court Document:
Complaint: 2014 WL 4373701
See Document Section C (P. 38) for the complaint.
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Jay-Z, colleagues must face the music in infringement suit
The designer of the logo for Jay-Z’s record company may pursue his copyright infringement and breach-of-contract
claims against the rap artist and his associates, a federal judge has ruled.
Walker v. Carter et al., No. 12-5384, 2014 WL
4363956 (S.D.N.Y. Sept. 3, 2014).
Dwayne D. Walker Jr. prevailed in his
opposition to the motions to dismiss his
complaint by Jay-Z (whose legal name is
Shawn Carter), Damon Dash, Kareem Burke
and their record label, Roc-A-Fella Records.
The complaint, filed in the U.S. District Court
for the Southern District of New York in July
2012, also names Universal Music Group
and Island Def Jam Records as defendants.
Roc-A-Fella is a subsidiary of UMG and is
distributed by Island Def Jam Records.
Walker works in the urban fashion industry.
In August 1995 a co-worker introduced him
to Burke, who was partnering with Jay-Z and
Dash to form Roc-A-Fella, the suit says.
When the defendants were developing a
logo for the record label, Walker says, he told
Dash that he could do better.

Walker orally contracted with the defendants
to design and license a logo in exchange
for $3,500 in cash and 2 percent of all
revenues from the sale of items bearing the
logo for 10 years, the complaint says.
The oral contract was reduced to writing
when Walker completed the logo in
December 1995, the suit says.
When the defendants failed to pay Walker
his royalties under the agreement, he filed
suit for breach of contract or, alternatively,
copyright infringement in July 2012.
The defendants moved to dismiss the
complaint on three grounds. They said
the copyright infringement claim was an
impermissible inconsistent pleading, that
they had an implied license to use the logo
and that the copyright claim was filed too
late under the copyright law’s three-year
limitations period.

U.S. District Judge Andrew L. Carter Jr.
rejected all the defendants’ asserted grounds
for dismissal.
He said that while a plaintiff may be unable to
recover on alternative theories, the pleading
of alternative theories is permissible.

The judge said the plaintiff’s
allegations that the
defendants’ use of the logo
after their alleged contract
expired stated a claim for
copyright infringement.
The judge also said the contract at issue was
for a limited time period and that Walker’s
allegations that the defendants’ use of the
logo after the purported contract expired
stated a claim for copyright infringement.
An implied license exists when a party
creates a work at another party’s request and
then hands it over, intending that the other
party copy and distribute it.
Even if an implied license existed between
Walker and the defendants, there was a
question as to the scope of Walker’s intent,
the judge said.
Judge Walker said he could not conclude
based on the allegations in the complaint
that Walker’s copyright claims were timebarred. WJ
Related Court Document:
Opinion: 2014 WL4363956

REUTERS/Mario Anzuoni

REUTERS/Chip East

The defendants in the suit include rap mogul Jay-Z (L) and music producer Damon Dash (R, in 2005).
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Sony misrepresented ‘Killzone: Shadow Fall’ graphics,
gamer says
Sony Computer Entertainment America LLC is facing a class-action lawsuit alleging it deceptively marketed the visual
quality of the video game “Killzone: Shadow Fall.”
Ladore v. Sony Computer Entertainment
America LLC, No. 3:14-cv-03530, complaint
filed (N.D. Cal. Aug. 5, 2014).
The complaint filed by gamer Douglas
Ladore in the U.S. District Court for the
Northern District of California says Sony
led consumers to believe the game for the
PlayStation 4 features high-definition 1080p
resolution.
According to the suit, 1080p refers to an
“industry-standard graphical resolution
of 1,920 vertical lines of pixels by 1,080
horizontal lines of pixels with progressive
scanning.”
But the game, which takes places
in a dystopian future, instead uses a
“technological shortcut” that was supposed
to provide “subjectively similar” results to
1080p resolution, the suit says.
Following the game’s release in 2013,
“gamers quickly noticed and complained that
Killzone’s multiplayer graphics were blurry to
the point of distraction,” the suit says.
Sony has since admitted it did not in fact
design the game to display multiplayer
graphics in 1080p, according to the suit.
Ladore says the video game software and
hardware giant should pay more than
$5 million in damages for misleading
consumers in its advertising.
“Sony never advertised and convinced
consumers to buy a technological shortcut,”

© 2014 Thomson Reuters

REUTERS/David McNew

The lawsuit says video game maker Sony Computer Entertainment misled consumers in its advertising about the resolution in the game
“Killzone: Shadow Fall.” Here, an attendee photographs the Helghast sniper character from the game at the E3 Electronic Entertainment
Expo in Los Angeles in June 2013.

the suit says. “Instead, through Killzone’s
pre- and post-release marketing campaign,
Sony advertised — and caused dozens of
websites, gaming blogs and industry articles
to report — that Killzone would provide
unprecedented ‘native 1080p’ multiplayer
graphics.”
In addition to monetary damages, the
complaint seeks a court order barring Sony
from continuing its alleged misrepresentation

of Killzone’s technological specifications and
performance capabilities.
Sony did not respond to a request for
comment on the lawsuit before press time.
WJ

Attorney:
Plaintiff: Mark S. Eisen, Edelson PC, Los Angeles
Related Court Document:
Complaint: 2014 WL 3883353
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Bristol-Myers sues over Merck’s cancer-fighting biologic
The new Merck drug Keytruda, which just received federal approval for use in melanoma patients, violates the patent on
a similar medication that Bristol-Myers Squibb and a Japanese company have in development, according to a Delaware
federal court lawsuit.
Bristol-Myers Squibb Co. et al. v. Merck & Co., No. 1:14-cv-01131,
complaint filed (D. Del. Sept. 4, 2014).
In a declaratory judgment suit filed Sept. 4 in the U.S. District Court
for the District of Delaware, Bristol-Myers and Ono Pharmaceuticals
Co. say the U.S. Food and Drug Administration violated their May 10
patent on the immunotherapy drug nivolumab when it decided Sept. 4
to let Merck sell Keytruda (pembrolizumab) as a melanoma treatment.
Bristol-Myers and Ono seek a court order declaring that Merck is
infringing the nivolumab patent by producing Keytruda, as well as
compensation for the ongoing violations they allege.
According to the complaint, both Keytruda and nivolumab alter the
human immune system with a protein called PD-1 that controls the
activity of T-cells, which help the body eliminate bacteria, viruses and
cancer cells.
Both drugs bind to PD-1, boosting the potency and effectiveness of a
patient’s T-cells, the suit says.
According to the complaint, Merck sought FDA approval for Keytruda
despite knowing that it relied on the same mechanisms as nivolumab,
which became the first PD-1 immunotherapy approved as a cancer
drug anywhere in the world when Japanese authorities certified it as a
melanoma treatment in July.
Merck did not start developing Keytruda until after Bristol-Myers and
Ono had already begun testing nivolumab, the suit claims.

REUTERS/Tami Chappell

The plaintiffs seek a court order declaring that Merck & Co. is infringing their patent by producing
the drug Keytruda, used in treating compromised immune systems. A Merck plant in Duluth, Ga.,
is shown here.

Bristol-Myers says it plans to submit a U.S. biologistics license
application for nivolumab by the end of September. WJ
Attorneys:
Plaintiffs: Brian E. Farnan, Joseph J. Farnan Jr. and Michael J. Farnan,
Farnan LLP, Wilmington, Del.; Dianne B. Elderkin, Steven D. Maslowski and
Matthew A. Pearson, Akin Gump Strauss Hauer & Feld, Philadelphia

WESTLAW JOURNAL COMPUTER & INTERNET
This publication, previously known as the Computer and
Online Industry Litigation Reporter, follows the lawsuits
arising from the use of the Internet for business and
recreation, as well as cases involving computer hardware and
software. This publication helps you stay abreast of the latest
pretrial activities and winning case strategies in this quickly
changing area of litigation. Each issue covers cases involving
intellectual property, national and international jurisdictional
issues, antitrust, Internet regulation, computer crime, and
privacy issues, including issues arising from the increasing use
of social networking sites like Facebook and MySpace.
Call your West representative for more information about our print and online subscription packages, or call 800.328.9352 to subscribe.

14 | WESTLAW JOURNAL

n

INTELLECTUAL PROPERTY

© 2014 Thomson Reuters

TRADEMARK INFRINGEMENT

Travel marketers’ bid to dismiss Delta’s
trademark claims don’t fly
Companies accused of conspiring to sell worthless travel club memberships
using Delta Air Lines’ trademarks have failed to convince a federal judge to
dismiss the airline’s infringement and racketeering claims.
mark to induce recipients into believing the
airline was involved in sending the Fly letter.

Delta Air Lines Inc. v. Network Consulting
Associates Inc. et al., No. 14-948, 2014 WL
4347839 (M.D. Fla., Tampa Div. Sept. 2,
2014).
U.S. District Judge Susan C. Bucklew of
the Middle District of Florida said Delta
adequately pleaded claims against Network
Consulting Associates Inc., Millennium
Travel & Promotions Inc., Vacation Tours USA
Inc. and their principals.
According to the order, the defendants
engaged in a fraudulent promotional
scheme using a “fly award” letter to lure
people to a high-pressure sales presentation
for travel club memberships that generally
are worthless.
The letter gives the false impression that
it came from Delta as it uses the airline’s
trademark in its letterhead, the opinion says.
The letter tells recipients that they qualify to
receive two round-trip flight tickets anywhere
in the United States and to call a toll-free
number to claim the award.
“Schedulers” screen callers who are not
likely to purchase memberships and direct
possible buyers to the sales presentations,
the opinion says.
People who attend the sales meeting and
end up purchasing memberships ultimately
learn they offer no meaningful discounts,
according to the ruling. Those who insist
on receiving the promised airline tickets find
they have to pay fees that exceed the value
of the “free” tickets and the tickets include
so many restrictions as to render them
essentially worthless, the opinion says.
Delta sued the defendants in the District
Court,
alleging
several
trademark-

© 2014 Thomson Reuters

REUTERS/Joshua Lott

infringement-related claims, unfair competition, unjust enrichment, and claims under
the federal Racketeer Influenced and Corrupt
Organizations Act, 18 U.S.C. § 1962(c). The
defendants moved to dismiss all causes of
action.
Judge Bucklew refused to dismiss the
trademark infringement and unfaircompetition claims, finding the use of Delta’s
trademark in the letterhead likely to cause
customer confusion by falsely suggesting
airline sponsorship, endorsement or
otherwise affiliation with the defendants.
Delta also alleged Lanham Act claims of
blurring under 15 U.S.C. § 1125(c)(1) and
tarnishment pursuant to 15 U.S.C. § 1125(c)(2).
Blurring refers to an association arising from
a similarity between a mark or trade name
and a famous mark that impairs the famous
mark’s distinctiveness, the opinion explains.
The related claim tarnishment occurs when
the sale of poor-quality goods or services
under an established mark or trade name
harms the famous mark’s reputation.
Judge Bucklew said the dilution claim
withstands the motion to dismiss because a
jury could find the defendants used Delta’s

She rejected the defendants’ argument
that the tarnishment claim must fail because
they offered nothing of shoddy quality.
The judge said Delta’s allegations that the
Fly letter made it appear as though the
company were involved in the defendants’
fraudulent scheme were sufficient to survive
dismissal.
Judge Bucklew also denied the motion
to dismiss the RICO claims, noting that
racketeering activity under the act involves
mail and wire fraud.
Delta adequately alleged the defendants
engaged in a fraud scheme to sell worthless
travel club memberships involving both
mail fraud via the Fly letter and wire fraud
that occurred when recipients called to
claim their “free” tickets or to purchase the
memberships, the judge said.
She dismissed Delta’s claim for unjust
enrichment under Florida law, explaining
that the airline instead can pursue damages
under the Lanham Act in the form of the
defendants’ profits pursuant to an unjustenrichment theory.
Finally, Judge Bucklew dismissed the
punitive damages claim, finding it was a
claim seeking a potential remedy rather than
an independent claim for relief.
As a remedy, Delta can file an amended
complaint to include a request for punitive
damages, the judge said. WJ
Related Court Document:
Order: 2014 WL 4347839
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Trade dress

article, affect the cost or quality of an article,
the 3rd Circuit said.

CONTINUED FROM PAGE 1
Dempster moved to dismiss the trade dress
and unjust-enrichment claims.
U.S. District Judge Curtis V. Gomez granted
the motion. He said Fair Wind failed to
allege facts that amounted to trade dress
infringement or demonstrated that Dempster
had been unjustly enriched.

The appeals court said the
plaintiff’s description of its
trade dress was simply “a
hodgepodge of unconnected
pieces of its business.”
Relying on the Virgin Islands fee statute, the
judge awarded Dempster $36,347 in “fair
and reasonable” attorney fees. Fair Wind
Sailing Inc. v. Dempster et al., No. 2011–55,
2014 WL 886832 (D.V.I. Mar. 6, 2014).
Fair Wind appealed, challenging both the
dismissal on the merits and the fee award.

TRADE DRESS CLAIMS
The 3rd Circuit agreed with Judge Gomez
that Fair Wind failed to state a claim for trade
dress infringement.
The panel explained that trade dress refers
to the appearance of a product or business
that creates an overall visual impression
on consumers. Trade dress includes nonfunctional elements, such as size, shape,
color combinations and graphics.
Trade dress does not protect functional
features, which are essential to the use of an
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Fair Wind described its trade dress as “the
combination of its choice to solely employ
catamaran vessels,” plus its “unique
teaching curriculum, student testimonials
and registered domain name,” according to
the panel’s opinion.
The appeals court affirmed the dismissal of
the trade dress claims.
The panel said Fair Wind’s description of its
trade dress was simply “a hodgepodge of
unconnected pieces of its business,” which
are functional and do not describe any sort of
overall visual effect.

ATTORNEY FEES
The 3rd Circuit, however, declined to decide
the merits of whether attorney fees should
have been awarded to Dempster. It vacated
the fee award and remanded the case to
Judge Gomez to determine whether fees
are appropriate under the Supreme Court’s
Octane Fitness standard.
According to the appellate panel, the judge
erred first by awarding fees for the entirety
of the litigation, rather than by segregating
the federal Lanham Act claim from the
common-law claims asserted under the
territorial Virgin Islands law.
Additionally, the panel said, the question
remains whether the defendants were
entitled to recover fees for defending against
the federal claim.
The Supreme Court handed down its
decision in Octane Fitness while this case
was pending, and it changed the legal
landscape for when a district court may
award attorney fees to a prevailing party,
the appeals court said.

INTELLECTUAL PROPERTY

While Octane Fitness concerned the scope
of a court’s discretion to award fees for
“exceptional” cases under the Patent Act, the
3rd Circuit said it also controlled the court
of appeals’ interpretation of attorney fee
awards under Section 35(a) of the Lanham
Act.
The prior fee standard established by
the Federal Circuit, in cases such as
Brooks Furniture Manufacturing v. Dutailier
International 393 F.3d 1378 (Fed. Cir.
2005), held that a case could be deemed
exceptional only if a court finds litigationrelated misconduct, or if litigation was
objectively baseless or brought in bad faith,
according to the 3rd Circuit.

The 3rd Circuit said the
Supreme Court’s decision
in Octane Fitness, an
attorney fee case under the
Patent Act, controlled its
interpretation of fee awards
under the Lanham Act.
In Octane Fitness the Supreme Court said it
is within a court’s discretion to find a case
exceptional based on the governing law and
the facts of the case, irrespective of whether
the losing party is culpable. WJ
Attorneys:
Appellant: Michael C. Quinn, Stefan B. Herpel
and Gregory H. Hodges, Dudley, Topper &
Feuerzeig, St. Thomas, Virgin Islands
Appellees: Ravinder S. Nagi and Lisa M. Kömives,
BoltNagi PC, St. Thomas
Related Court Document:
Opinion: 2014 WL 4358471
See Document Section A (P. 21) for the opinion.
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NEWS IN BRIEF
TV SERIES FAN PAGE CREATOR LOSES CONTRACT SUIT
AGAINST BET

NFL CAN’T KICK FAN’S ANTITRUST CLASS-ACTION
CLAIMS

A woman who started a Facebook fan page for the BET television
series “The Game” has lost her breach-of-contract lawsuit against
the network in Florida federal court. According to the court’s order,
BET asked Stacey Mattocks to manage the Facebook fan page parttime for the network. She granted BET full administrative access to
the page and, in exchange, BET allowed her to use its intellectual
property on the site. While the parties negotiated a full-time position
for Mattocks, however, she revoked BET’s access to the page, the
order says. BET then had Facebook migrate Mattocks’ page to the
series’ official page because it displayed the network’s trademarks
and copyrighted content in violation of Facebook’s corporate policies.
Mattocks sued BET, but U.S. District Court for the Southern District
of Florida granted the network summary judgment, finding that
Mattocks had breached the parties’ original agreement and that BET’s
request was valid under Facebook’s policies.

A California federal judge has refused to toss a class-action lawsuit
filed by a football fan alleging that an exclusive licensing agreement by the National Football League allowing Reebok International
to use NFL trademarks on football apparel violates state and federal
antitrust laws. Patrick Dang sued the league, its member teams and
Reebok in October 2012. U.S. District Judge Edward J. Davila of the
Northern District of California previously denied the defendants’
motion to dismiss the suit in 2013. The defendants then moved for
judgment on the pleadings, arguing that Dang’s state antitrust claims
were barred by a 1983 California Supreme Court ruling in a state law
antitrust suit and that there is no material fact in dispute. Judge Davila
denied the motion, saying he needed further factual development
before he could rule on the matter.
Dang v. San Francisco Forty Niners et al., No. 12-5481, 2014 WL
4275627 (N.D. Cal., San Jose Div. Aug. 29, 2014).

Mattocks v. Black Entertainment Television LLC, No. 13-61582-CIV,
2014 WL 4101594 (S.D. Fla. Aug. 20, 2014).

Related Court Document:
Order: 2014 WL 4275627

Related Court Document:
Order: 2014 WL 4101594

MICROSOFT WINS BID TO TOSS 3D CAMERA SUIT

BREACH-OF-CONTRACT SUIT OVER INTELLECTUAL
PROPERTY SENT TO STATE COURT
A Nevada federal judge has ruled an aircraft maker’s suit over an
inspector’s failure to return intellectual property does not include
federal copyright law claims to allow federal court jurisdiction. U.S.
District Judge Gloria M. Navarro of the District of Nevada said since
Eclipse Aerospace Inc.’s suit does not include a federal question, it
belongs in the Nevada’s 8th Judicial District Court. According to the
state court complaint, Eclipse entered a licensing agreement allowing
VNE Jet Inc. and others to use its intellectual property to create five “rig
boards” for inspecting Eclipse’s planes. Eclipse revoked the contract
in April 2013 but the defendants continued to use the rig boards in
violation of the agreement, the complaint said. The defendants
removed the suit to federal court, claiming it included federal
copyright infringement claims, but Judge Navarro disagreed, saying
the complaint raises only state law contract and common-law claims.
Eclipse Aerospace Inc. v. VNE Jet Inc. et al., No. 2:14–cv–00639,
2014 WL 3784041 (D. Nev. July 31, 2014).

A lawsuit accusing Microsoft of selling three-dimensional cameras
that infringed a patent will not move forward because there was no
threat of monopolization, a federal judge has ruled. U.S. District
Judge Richard Seeborg of the Northern District of California granted
Microsoft’s motion to dismiss Antonio Medina’s complaint, saying
the suit did not state adequate claims for an antitrust violation or
patent infringement. Medina owns Multivision Research, a 3D camera
research company, which held patents for 3D cameras. He claimed
that Microsoft began infringing his patent after meeting to discuss his
invention, and eventually drove him out of business, Judge Seeborg’s
order says. Medina filed suit claiming patent infringement and federal
antitrust law violations. Judge Seeborg granted Microsoft’s motion
to dismiss the case, saying the complaint did not present facts that
Microsoft monopolized the 3D camera market.
Medina v. Microsoft Corp., No. 14-0143, 2014 WL 4243992 (N.D. Cal.
Aug. 26, 2014).
Related Court Document:
Order: 2014 WL 4243992

Related Court Document:
Order: 2014 WL 3784041
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